THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. §8 134 fromthe

examner’s refusal to allow clains 1 through 15 and 17 through

! Application for patent filed March 24, 1993. According
to appellant, this application is a continuation of
Application No. 07/821, 240, filed January 10, 1992, now
abandoned; which is a continuation of Application No.

07/ 418, 294, filed October 6, 1989, now abandoned.
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28 which are all the clains remaining in the application.

Claim 16 was cancel ed by amendnent executed Novenber 15, 1993.

THE | NVENTI ON

The invention is directed to an article having a netal
surface with a coating thereon. The coating conposition
conprises 0.5 to 7.5% by wei ght of an am no carboxylate of a
particular formula as a corrosion inhibitor. The coating
conposition also contains a pignent, a binder and a sol vent.

THE CLAI M

Claim1l is illustrative of appellants’ invention and is

reproduced in the attached appendi x.
THE REFERENCES OF RECORD
As evi dence of obviousness, the exam ner relies upon the

foll ow ng references.

Ander sen 2,926, 108 Feb. 23,
1960

St ephen et al. (Stephen) 4,077,941 Mar
7, 1978

THE REJECTI ON
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Clains 1 through 15 and 17 through 28 stand rejected under
35 U.S.C. 8 103 as unpatentable over Stephen in view of

Ander sen.
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OPI NI ON
We have carefully considered all of the argunent advanced

by appellant and the exam ner. W agree with the exam ner that
the rejection of clains 1 through 5, 15, and 17 through 19 is
wel | founded. Accordingly, we will sustain that rejection. W
agree with the appellant that the aforenentioned rejection over
Stephen in view of Andersen of clainms 6 through 14, and 20
through 28 is not well founded. Accordingly, we will not
sustain that rejection

The Rejection of Cains 1 through 5, 15, and 17 through 19

As an initial matter, appellants’ Brief contains a
statenent that clainms 5 and 19, Goup Il, and clainms 6 through
14 and 20 through 28, Goup Ill, do not stand or fall together
with clainms 1 through 4, 15, and 17, and 18, G oup |
Accordingly, we will consider each set of clains separately.

During patent prosecution, clains are to be given their
br oadest reasonable interpretation consistent with the
specification, and the claimlanguage is to be read in view of

the specification as it would be interpreted by one of ordinary
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skill inthe art. Inre Mrris, 127 F.3d 1048, 1053-1054, 44

USPQ2d 1023, 1027 (Fed. Cir. 1997). In re Zletz, 893 F.2d 319,

321, 13 USPQ2d 1320, 1322 (Fed. Gr. 1989); In re Sneed, 710

F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. GCir. 1983); In re

kuzawa, 537 F.2d 545, 548, 190 USPQ 464, 466 (CCPA 1976).

Qur construction of the subject matter defined by
appellants’ claim1l is that the clained subject matter requires
a nmetal surface having a coating conposition thereon conprising
an am no carboxylate salt, a pignent, a binder and a sol vent
coat ed t hereupon. Stephen discloses a conposition conprising
the am no carboxyl ate salt of the clainmed subject matter. See
colum 1, lines 44 through 68. The ami no carboxylate salt is
enpl oyed in an anobunt of 0.01%to about 5% by weight of the
stabilized conposition. See colum 3, lines 44 - 46. The
conposition may be dissolved in suitable solvents as taught in
colum 3, lines 59 - 61, and contain pignments, colum 4, lines
12 - 13. W find that the conposition is specifically designed
to be blended with cutting fluids. W refer to colum 3, lines
25 - 32, wherein Stephen discloses that other materials can be
stabilized by the disclosed conpounds including “cutting

fluids.”
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A “cutting fluid” is defined as a “fluid used esp. for
cooling lubrication, rust prevention, or chip finishing in a
machi ne nmetal cutting operation or for other special effects in
ot her metal working operations.”? Based upon the above
anal ysis, we conclude that the cutting fluid is a binder for
the am no carboxylate salts and coats the nmetal on which it is
pl aced. Qur position is fully supported by appellant’s
specification, at pages 4 and 5, wherein appellants prepare
metal cutting fluids containing the am no carboxylate salt of
the clai ned subject matter, solvents and other additives. W
conclude that “other additives” include pignents. Accordingly,
the cutting fluids of the specification act as binders in the
sanme manner as those taught by Stephen. Mreover as |lubricants
and rust preventatives they coat the netals upon which they are
pl aced.

The exam ner’s position is further supported by Andersen
who teaches corrosion inhibition of netallic substances by
coating netals with a protective coating, See colum 1, |ines

28 - 30. Accordi ngly, we conclude that the exam ner has

2\\ebster’s Third New International Dictionary, G & C Merriam Co.
Springfield, MA page 362, 1971.
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established a prima facie case of obvi ousness over the clained
subj ect matter.

As to appellants’ argunent that there is no disclosure
that the am no carboxylates are corrosion inhibitors, it is our
concl usion that although the clainmed subject natter requires
their presence, it is silent as to their function. Therefore,
the teaching of their presence by the references of record is
sufficient to neet the requirenents of the clained subject
matter.

Wth respect to clains 5 and 19, we find that Stephen
di scl oses am no carboxyl ates wherein R, and R, are al kyl havi ng
1 to 18 carbon atons. See colum 2, lines 3-4. W concl ude that
it would have been obvious to one of ordinary skill in the art
to have chosen particul ar al kyl groups from anong those
di scl osed by Stephen.

The Rejection of clains 6 through 14 and 20 through 28

“[ T] he exam ner bears the initial burden, on review of the

prior art or on any other ground, of presenting a prim facie

case of unpatentability.” See In re Cetiker, 977 F.2d 1443,

1445, 24 USPQR2d 1443, 1444 (Fed. Cir. 1992). The exam ner
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relies upon Stephen for a disclosure of am no-carboxylate salts
as light stabilizers for coating various substrates. It is the
exam ner’s position that the coating conpositions conprise
resinous nmaterials. See Answer, page 4. Andersen is relied
upon as teachi ng am no-carboxyl ates as coating materials for
preventing corrosion by covering the surface of a netallic
surface with a protective coating. See Answer, pages 5 and 6.
Accordingly, “the ordinary practitioner would have found it
obvious to fornulate a netal article having a coating thereon
whi ch conpri ses an am no-carboxyl ate salt, a pignent a binder
and a solvent.” See Answer, page 7. As to this set of clains
we di sagree with the exam ner’s anal ysis and concl usi ons.

The organic materials required by the claimed subject
matter are polymeric materials. Stephen teaches pol yneric
materials at colum 2, line 62- colum 3, line 24. \Wen the
am no- car boxyl ates are added to a polyneric substrate, they may
be bl ended before or after polynerization or sprayed on the
surface of polyneric filnms, fabrics, or filaments. See col umm
3, lines 50 - 64. However, there is no disclosure, suggestion
or teaching of utilizing the am no-carboxyl ates together with

the polyneric nmaterials of Stephen as a coating conposition.
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Ei ther the am no-carboxylates are mxed with polynmeric materi al
or sprayed thereon.
Simlarly, Andersen contains no suggestion of including a
pol ymeric binder. Accordingly, the references neither
di scl ose, nor teach a coating conposition containing a
pol ynmeric binder as required by the clained subject matter.
Therefore, we are constrained to agree with appellants

that the exam ner has failed to establish a prim facie case of

obvi ousness. The exam ner has not provided any evi dence or
scientific explanation on this record why one of ordinary skil
in the art would have found in the disclosure of the conbined

t eachi ngs of Stephen and Andersen a suggestion to prepare a
coating conposition using am no-carboxyl ates and pol yneric

bi nder. The exam ner nust show reasons that the skilled
artisan, confronted with the same problens as the inventor and
wi th no knowl edge of the clainmed invention, would select the

el ements fromthe cited prior art references for conbination in
the manner clained. W determine that there is no reason,
suggestion, or notivation to conbine the references in the
manner proposed by the exam ner. Accordingly, the exam ner has

not established a prima facie case of obviousness. See |In re
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Rouffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1458 (Fed. Gir.
1998) .
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DECI SI ON

The rejection of clains 6 through 14 and 20 t hrough 28
under 35 U.S.C. 8§ 103 as unpatentable over Stephen in view of
Andersen is reversed.

The rejection of clains 1 through 5, 15, and 17 through 19
under 35 U. S.C. 8 103 as unpatentabl e over Stephen in view of
Andersen is affirned.

The decision of the examner is affirned-in-part.

AFFI RVED- | N- PART

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

N N N N N N N N N N N
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PAUL LI EBERVAN
Adm ni strative Patent Judge )

PENNI E & EDMONDS
1155 AVENUE OF THE AMERI CAS
NEW YORK, NY 10036-2711
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APPENDI X
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wherein M is a metal ion of zinc, tin or calcium and n=2-4; R,

and R,, independent of each other, is H, C,-Cy alkyl, aryl, or

alkylene and where R, and R, may also combine to form a fused
cycloalkyl group or a cycloalkenyl group; R;, Ry, R; and Ry,
independently of each other, are hydrogen, lower alkyl or
substituted lower alkyl, phenyl, cycloalkyl having 5 to 6

carbon atoms, or benzyl;

(b)
(c)
(d)

a pigment;
a binder; and

a solvent



